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REMARKS 

In view of the above amendment and following remarks, the Examiner is 
requested to allow claims 1-11, 13-28 and 36-38, the only claims pending and under 
examination in this application. 

Formal Matters 

Claims 1 and 22 have been amended in accordance with the Examiner's 
request. Claim 36 has been amended to clarify a method according to Claim 1 
further comprising forwarding data representing a result of the reading and 
extracting. Support for this amendment can be found in the original Claim 36. 

As no new matter has been added by way of these amendments, entry 
thereof by the Examiner is respectfully requested. 



Claim Rejections - 35 U.S.C. § 112 

Claims 1-11 and 22-28 are rejected under 35 U.S.C. §112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Specifically, the Examiner states that the phrase, "wherein the signal data is 
extracted" in claims 1 and 22 is ambiguous as to whether the feature is extracted 
from the data or whether the signal is extracted from the feature. 

Without in any way agreeing with the position of the Office and solely in order 
to expedite prosecution of the application, the Applicants have amended Claims 1 
and 22 to remove the assertedly indefinite language and as such respectfully request 
withdrawal of the rejection. 



Claim Rejections - 35 U.S.C. § 103 

Claims 1-4 and 1 1 are rejected under 35 U.S.C. § 103 as being unpatentable 
over Cattell et ah ["Cattell," 12th International Genome Sequencing and Analysis 
Conference; September 2000, page 106]. in view of Kallioniemi et al. [ i, Kallioniemi, w 
US PGPU8 2003/0215936 A1]. As best understood by the Applicants, the Examiner 
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argues that Cattell's nucleic acid array processing system, in combination with 
Kallioniemi's tissue array processing methods, renders the claims obvious. The 
Applicants respectfully traverse this rejection. 

The rejected claims are directed to a method including, inter alia, the reading 
of a first chemical array at a station and later automatic retrieval of the resulting 
saved signal data from a memory and extraction Of feature characteristics therefrom 
while a second chemical array is being read by the same station. 

The Applicants submit that this rejection fails to meet the standard set forth in 
MPEP § 2143 1 because not all of the elements of the claimed device are taught or 
reasonably suggested by the cited prior art. Reasons supporting this conclusion are 
set forth below. 

It is alleged by the Office that Cattell teaches every element of the claims with 
the exception of details of the computer system used for the analysis (i.e., at least 
the simultaneous data extraction and reading element), for which element 
Kallioniemi et al. is invoked. 

Cattell teaches the automated scanning of multiple arrays in a "pipelined" 
fashion. 

In attempting to establish this rejection, the Examiner interprets a "pipelined" 
method to include acts that occur simultaneously. The Office Action alleges that "one 
of ordinary skill in the art accepts that pipelining a process (i.e. Cattell et al.) includes 
simultaneous execution and completion of tasks." Applicants respectfully disagree. 

The meaning of the term "pipelining" which one of skill in the art would draw 
both from common usage of the term and from reading the cited references would be 
the serial performance of steps to complete a task or assay. In the case of Cattell, 
this plainly means the automated, serial loading, scanning and feature extraction of 
arrays. Applicants submit that there is nothing implied in the term "pipelining" that 
would guide one of skill in the art towards making an invention in which two or more 



1 MPEP § 2 J43: To establish a prima fec/e case of obviousness, three basic criteria must be met First, 
there must be some suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. Finally, the prior art reference 
(or references when combined) must teach or suggest aM the claim limitations 
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steps occur simultaneously. Rather, the plain meaning of Cattell denotes the 
automated serial execution of steps for reading arrays. 

KalHoniemi describes large-scale profiling of tissue specimens by placing a 
plurality of donor samples in known positions on an array, making multiple 
substantially uniform copies of that array, and performing assays in parallel, 
potentially at different locations, on those arrays in order to be able to compare the 
results of the different assays for the same samples. Kallioniemi describes the 
optionally simultaneous performance of distinct assays, optionally at different 
locations, on copies of a master array. (Kallioniemi, Abstract; Figures 1, 27 and 28; 
paragraph [0051], by way of example). 

Paragraph [0051], cited in part in the Office Action, is reproduced in its 
entirety below for the Examiner's convenience. 

[0051] AJtbougb the donor specimen station, donor block 
scanner, tissue microarxay fabricator, scctioncr, processing 
station* automated scanner, controller, and other components 
of this system are described in combination* the invention 
also includes any of these sub-units in isolation, or in 
combination with any other sub-units. The sub-units need 
not be iq the same physical location, nor do they need to run 
simultaneously. For exftflipk, ntrnyr> can .be fanngfl.anri,tbftn 

delivered to a sectioncr,. where sectioning is performed as a 
temporally unrelated step. Similarly, the array blocks maybe 
sent to different facilities for sectioning and analysis, or the 
sections can be sent to rlitTfcTfertt ftiftiliikm for analysis. Data 
from ofT-fiilc analyses can he senl back to a central database 
for storage and/or data una]™*. 

The Examiner points to the phrase u the subunits... do not need to run 
simultaneously" as indicating that the processes could be run simultaneously. Given 
the context of this phrase, however, it is clear that what is meant is that the different 
machines in the process need not run simultaneously (i.e. powered on at the same 
time). Whether or not the object being created or processed is a single array or 
multiple arrays, or copies of an array is left entirely undetermined by the cited 
paragraph. 

Throughout the reference, in every case, Kallioniemi explicitly discusses 
simultaneity with regard to multiple copies of a tissue array, and multiple assays 
performed upon those copies in parallel. The mere statement that some machines 
may not need to be simultaneously run, with no guidance as to which processes 
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might be performed at what time, or how they might be simultaneously conducted, 
leaves one of skill in the art with no clear guidance as to how to treat a tissue array 
such that an element of the instant invention would be the result. Kallionierni at no 
point teaches simultaneous feature extraction from data obtained from a first array 
while a second array is being scanned at the same array reading station. 

Stating the above arguments in a different way, neither Cattell nor Kallionierni 
provide any pointer towards a method in which reading and data extraction is done 
simultaneously. Cattell states that his system is "pipelined", which means "in series", 
and Kallionierni makes a very vague reference about processing samples 
simultaneously. Without the roadmap provided by the Applicants* disclosure, the 
Applicants believe that one of skill in the art would not arrive at the rejected claims, 
given the disclosures of Cattell nor Kallionierni. Thus, the Applicants believe that this 
determination of obviousness is made in hindsight. Per MPEP §2143.01, it is 
impermissible to use such type of logic in attempting to establish a prima facie case 
of obviousness and thus this rejection should be withdrawn. 

At best, combining the teachings of the cited references would yield a method 
or system in which a first array is produced and copied to make multiple substantially 
similar arrays, which copies are barcoded and in parallel loaded, scanned and 
feature-extracted in a series of automated events not requiring user supervision. This 
is not what is claimed. 

The Examiner asserts the obviousness of simultaneous feature extraction 
from saved data while a second array is being read, stating "Additionally, it is 
obvious to pipeline the tasks in both references simultaneously" (Office Action, page 
6). 

Since there is no evidentiary support of this alleged obviousness provided in 
the instant Office Action, the Examiner is respectfully requested to provide evidence 
or an affidavit of personal knowledge setting a factual basis as to why the person of 
ordinary skill would conclude such. 

The Applicants respectfully remind the Examiner that to establish a prima 
facie case of obviousness, three basic criteria must be met. First, there must be 
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some suggestion or motivation either in the cited references themselves or in the 
knowledge generally available to an artisan, to modify the reference or to combine 
reference teachings so as to arrive at the claimed method. Second, the art must 
provide a reasonable expectation of success. Finally, the prior art reference must 
teach or suggest all the claim limitations (MPEP § 2143). 

Further, the teaching or suggestion to arrive at the claimed method and the 
reasonable expectation of success must both be found in the prior art, not in 
Applicant's disclosure (MPEP § 2143 citing with favor, In re Vaeck, 20 U.S,P.Q,2d 
1438 (Fed. Cir, 1991)). 

For the reasons discussed above, the motivation to combine the references 
plainly is derived from the instant Application itself, since neither reference teaches 
or suggests the simultaneous scanning of a second array while feature extraction is 
performed on saved data of a first array scanned at the same station. The courts 
have stated that this type of rejection is prohibited (tn re Vaeck, supra). 

The Applicants submit that this rejection has been adequately addressed. 
Withdrawal of the rejection is respectfully requested. 

Claim Rejections - 35 U.S.C. § 103 
Claims 1 and 5-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cattell et al. in view of Kallioniemi et al. as applied to claims 1-4 and 1 1 above, 
and further in view of Besemer et al. Specifically, it is alleged that Cattell and 
Kallioniemi teach every element of the claims with the exception of array labeling 
and identification. 

The rejected claims are directed to, inter alia, a retrievable array identifier held 
in memory. 

The Applicants submit that this rejection fails to meet the standard set forth in 
MPEP § 2143 because not all of the elements of the claimed device are taught or 
reasonably suggested by the cited prior art. Reasons supporting this conclusion are 
set forth below. 

As established above, the combination of Cattell and Kallioniemi are deficient 
for failing to teach or suggest the simultaneous scanning of a second array while 
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feature extraction is performed on saved data of a first array scanned at the same 
station. 

As such, any alleged knowledge in the art regarding bar coding of arrays 
does not remedy this deficiency in Cattell and Kallioniemi. 

Accordingly, the Applicants respectfully submit that the instant claims are not 
obvious over the combined references and request withdrawal of the rejection. 

Claim Rejections- 35 U.S.C. § 103 
Claims 22 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cattell et al. in view of Kallioniemi et al. as applied to claims 1-4 and 1 1 above, 
and further in view of Ambrose et al. Specifically, it is alleged that Cattell and 
Kallioniemi teach every element of the claims with the exception of parallel 
computing. 

The rejected claims are directed to an apparatus including a memory, an array 
reader having a first processor which communicates with the memory, in which the 
first processor causes the reader to read a first chemical array having a plurality of 
features, to obtain array signal data, and saves the read array signal data in the 
memory to produce saved signal data; and a second processor communicating with 
the memory and which automatically retrieves the saved signal data from the 
memory and extracts feature characteristics from the data, in which the feature 
characteristics are automatically extracted from the saved signal data while a second 
array is being read by the array reader. 

The Applicants submit that this rejection fails to meet the standard set forth in 
MPEP § 2143 because not all of the elements of the claimed device are taught or 
reasonably suggested by the cited prior art. Reasons supporting this conclusion are 
set forth below. 

As established above, the combination of Cattell and Kallioniemi are deficient 
for failing to teach or suggest the simultaneous scanning of a second array while 
feature extraction is performed on saved data of a first array scanned at the same 
station. 
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The combined references are similarly deficient in failing to suggest a 
processor which can direct such a task according to the limitations of claims 22 and 
23, since the neither the task nor the processor which directs it are taught or 
suggested in either reference. 

Ambrose which teaches high-throughput analysis of fluid samples, does not 
remedy this deficiency in Cattell and Kallioniemi. 

The rejection may be withdrawn for this reason alone. 

Moreover, Ambrose merely teaches the post-acquisition processing of an 
image with multiple processors to reduce time for data crunching (column 5, lines 
43-47). Ambrose fails to teach a processor which directs the reading of an array and 
a second processor which directs feature extraction, as claimed. Further, Ambrose 
merely mentions the potential use of the high-throughput sample analysis technique 
for arrays, but does not connect this to multiprocessing, teach what steps might be 
enhanced by multiprocessing, nor describe how more efficient image processing 
might be used to that end. 

Accordingly, Ambrose fails to teach multiprocessing in the manner taught by 
the instant claims: specifically, as directing multiple tasks including physical data 
gathering and simultaneous data processing. The mere disclosure of "parallel 
computing" would not provide one of ordinary skill with sufficient guidance to make 
an invention which meets the limitations of the rejected claims. 

Accordingly, the Applicants respectfully submit that the instant claims are not 
obvious over the combined references and request withdrawal of the rejection. 

Claim Rejections - 35 U.S.C. § 103 
Claims 1 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cattell et aL in view of Kallioniemi et al. as applied to claims 1-4 and 1 1 above, 
and further in view of Rava et al. Specifically, it is alleged that Cattell and Kallioniemi 
teach every element of the claims with the exception of multiple reading stations. 

The Applicants submit that this rejection fails to meet the standard set forth in 
MPEP § 2143 because not all of the elements of the claimed device are taught or 
reasonably suggested by the cited prior art. Reasons supporting this conclusion are 
set forth below. 
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As established above, the combination of Cattell and Kallioniemi are deficient 
for failing to teach or suggest the simultaneous scanning of a second array while 
feature extraction is performed on saved data of a first array scanned at the same 
station. 

As such, any alleged knowledge in the art regarding multiple reading stations 
does not remedy this deficiency in Cattell and Kallioniemi, 

The rejection may be withdrawn for this reason alone. 

Moreover, Applicants respectfully point out that Figure 1 of Rava does not in 
fact indicate multiple readers, but only a single reader of a plate containing multiple 
chips (please consult column 3, lines 6-8; column 4, lines 54-64). 

As such, Rava does not teach multiple readers and the limitations of Claim 10 
are therefore not met by any combination of the cited references. 

Accordingly, the Applicants respectfully submit that the instant claims are not 
obvious over the combined references and request withdrawal of the rejection. 

Claim Rejections - 35 U.S.C. § 103 

Claims 36-38 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harris et al. ["Harris"] in view of Wang et al fWang," US PGPUB 2003/0099973]. 
Specifically, it is alleged that the rejected claims do not sufficiently distinguish over 
the method of obtaining data using the method of claim 1 because the claims do not 
particularly point out any occurring differences between the claimed methods of the 
dependent claims and the referenced methods of the independent claim. 

Without in any way agreeing with the position of the Office and solely in order 
to expedite prosecution of the application, the Applicants have amended Claim 36 to 
depend from Claim 1 and to limit Claim 1 to a method further comprising forwarding 
data representing a result of the reading and extracting. 

Harris and Wang, in any combination, fail to teach or suggest the 
simultaneous scanning of a second array while feature extraction is performed on 
saved data of a first array scanned at the same station. 

Since the combination of Harris and Wang fail to teach the limitations of Claim 
1 from which the rejected Claims properly depend, the Applicants respectfully submit 
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that the instant claims are not obvious over the combined references and request 
withdrawal of the rejection. 

Claim Rejections - 35 U.S.C. § 103 
Claims 22 and 24-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cattell et al. in view of Kallioniemi et al. in view of Ambrose et al. 
and further in view of Besemer et al. 

The rejected claims are directed to, inter alia, a multiprocessor apparatus 
which simultaneously scans a second array while feature extraction is performed on 
saved data of a first array scanned at the same station, the station also including a 
unique identifier reader for tracking and associating data with multiple arrays. 

The Applicants submit that this rejection fails to meet the standard set forth in 
MPEP § 2143 because not all of the elements of the claimed device are taught or 
reasonably suggested by the cited prior art. Reasons supporting this conclusion are 
set forth below. 

As established above, the combination of Cattell and Kallioniemi are deficient 
for failing to teach or suggest the simultaneous scanning of a second array while 
feature extraction is performed on saved data of a first array scanned at the same 
station. 

The combined references are similarly deficient in failing to suggest a 
processor which can direct such a task according to the limitations of claims 22 and 
23, since the neither the task nor the processor which directs it are taught or 
suggested in either reference. 

Ambrose which teaches high-throughput analysis of fluid samples, does not 
remedy this deficiency in Cattell and Kallioniemi. 

The rejection may be withdrawn for this reason alone. 

Moreover, Ambrose merely teaches the post-acquisition processing of an 
image with multiple processors to reduce time for data crunching (column 5, lines 
43-47). Ambrose fails to teach a processor which directs the reading of an array and 
a second processor which directs feature extraction, as claimed. Further, Ambrose 
merely mentions the potential use of the high-throughput sample analysis technique 
for arrays, but does not connect this to multiprocessing, teach what steps might be 
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enhanced by multiprocessing, nor describe how more efficient image processing 
might be used to that end. 

Accordingly, Ambrose fails to teach multiprocessing in the manner taught by 
the instant claims: specifically, as directing multiple tasks including physical data 
gathering and simultaneous data processing. The mere disclosure of "parallel 
computing 0 would not provide one of ordinary skill with sufficient guidance to make 
an invention which meets the limitations of the rejected claims. 

As such, any alleged knowledge in the art regarding bar coding of arrays 
does not remedy these deficiencies in Cattell, Kallionierni and Ambrose. 

Accordingly, the Applicants respectfully submit that the instant claims are not 
obvious over the combined references and request withdrawal of the rejection. 

Claim Rejections - 35 U.S.C. § 103 

Claims 22 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cattell et al. in view of Kallionierni et al. in view of Ambrose et al. in view of 
Besemer et al. as applied to Claims 22 and 24-27, and further in view of Rava et al. 

The rejected claims are directed to, inter alia, a multiprocessor apparatus with 
multiple readers which simultaneously scan a second array while feature extraction 
is performed on saved data of a first array scanned at the same station, the station 
also including a unique identifier reader for tracking and associating data with 
multiple arrays. 

The Applicants submit that this rejection fails to meet the standard set forth in 
MPEP § 2143 because not all of the elements of the claimed device are taught or 
reasonably suggested by the cited prior art. Reasons supporting this conclusion are 
set forth below. 

As established above, the combination of Cattell and Kallionierni are deficient 
for failing to teach or suggest the simultaneous scanning of a second array while 
feature extraction is performed on saved data of a first array scanned at the same 
station. 



17 

PAGE 19/23 * RCVD AT 3/8/2007 7:09:38 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6J28 * DNIS:2738300 * CSID:6503273231 * DURATION (mm-ss):04-12 



* MPR-08-2007 16:21 From: BFF LLP 



S503273231 



To : USPTO 



P. 20/23 



Atty Dkt. No.: 10010010-1 
USSN: 10/066,516 

The combined references are similarly deficient in failing to suggest a 
processor which can direct such a task according to the limitations of Claim 22, since 
the neither the task nor the processor which directs it are taught or suggested in 
either reference. 

Ambrose which teaches high-throughput analysis of fluid samples, does not 
remedy this deficiency in Cattell and Kallioniemi. 

The rejection may be withdrawn for this reason alone. 

Moreover, Ambrose merely teaches the post-acquisition processing of an 
image with multiple processors to reduce time for data crunching (column 5, lines 
43-47). Ambrose fails to teach a processor which directs the reading of an array and 
a second processor which directs feature extraction, as claimed. Further, Ambrose 
merely mentions the potential use of the high-throughput sample analysis technique 
for arrays, but does not connect this to multiprocessing, teach what steps might be 
enhanced by multiprocessing, nor describe how more efficient image processing 
might be used to that end. 

Accordingly, Ambrose fails to teach multiprocessing in the manner taught by 
the instant claims: specifically, as directing multiple tasks including physical data 
gathering and data processing. The mere disclosure of "parallel computing" would 
not provide one of ordinary skill with sufficient guidance to make an invention which 
meets the limitations of the rejected claims. 

Moreover, Applicants respectfully point out that Figure 1 of Rava does not in 
fact indicate multiple readers, but only a single reader of a plate containing multiple 
chips (please consult column 3, lines 6-8; column 4, lines 54-64). 

As such, Rava does not teach multiple readers and the limitations of the 
rejected claims are therefore not met by any combination of the cited references. 

The rejection may further be withdrawn for this reason alone. 

As such, any alleged knowledge in the art regarding bar coding of arrays 
does not remedy these deficiencies in Cattell, Kallioniemi, Ambrose and Rava. 

Accordingly, the Applicants respectfully submit that the instant claims are not 
obvious over the combined references and request withdrawal of the rejection. 

Claim Rejections - 35 iAS.C. § 103 
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Claims 13, 16 and 18 are rejected under 35 U,S.C, 103(a) as being 
unpatentable over Harris et al. in view of Rava et al. in view of Ambrose et al. 

The rejected claims are directed to, inter alia, a method with multiple readers 
which read multiple chemical arrays sharing a common memory. 

Harris teaches automated reading of arrays with a confocal microscope. 

Ambrose teaches high-throughput analysis of fluid samples. 

Applicants respectfully point out that, as established above, Figure 1 of Rava 
does not in fact indicate multiple readers, but only a single reader of a plate 
containing multiple chips (please consult column 3, lines 6-8; column 4, lines 54-64). 

As such, Rava does not teach multiple readers and the limitations of the 
rejected claims are therefore not met by any combination of the cited references. 

The Applicants submit that this rejection has been adequately addressed. 
Withdrawal of the rejection is respectfully requested. 

Claim Rejections - 35 U.S.C. § 103 

Claims 13-15. and 17-21 are rejected under35 U.S.C. 103(a) as being 
unpatentable over Harris et al. in view of Rava et al. in view of Ambrose et al. as 
applied to claims 13, 16, and 18 above, in further view of Besemer et al. 

The rejected claims are directed to, inter alia, a method with multiple readers 
which read multiple chemical arrays sharing a common memory. 

Harris teaches automated reading of arrays with a confocal microscope. 

Ambrose teaches high-throughput analysis of fluid samples. 

Applicants respectfully point out that, as established above, Figure 1 of Rava 
does not in fact indicate multiple readers, but only a single reader of a plate 
containing multiple chips (please consult column 3, lines 6-8; column 4, lines 54-64). 

As such, Rava does not teach multiple readers and the limitations of the 
rejected claims are therefore not met by any combination of the cited references. 

Accordingly, any alleged knowledge in the art regarding bar coding of arrays 
does not remedy these deficiencies in Harris, Rava and Ambrose. 
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The Applicants submit that this rejection has been adequately addressed. 
Withdrawal of the rejection is respectfully requested. 
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CONCLUSION 



Applicants submit that all of the claims are in condition for allowance, which 
action is requested. If the Examiner finds that a telephone conference would 
expedite the prosecution of this application, please telephone John Brady at (408) 
553-3584. 

The Commissioner is hereby authorized to charge any underpayment of fees 
associated with this communication, including any necessary fees for extensions of 
time, or credit any overpayment to Deposit Account No. 50-1078, order number 
10010010-1. 
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Respectfully submitted, 



BOZICEVIC, FIELD & FRANCIS LLP 



Date: March 8. 2007 
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